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PATENT APPLICATION 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re Application of: 

YASUMRO KUJIRAI ET AL. 

Application No.: 09/840,894 

Filed: April 25, 2001 

For: PRINT CONTROL APPARATUS 
AND METHOD, AND PRINT 
SYSTEM 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 



Examiner I. Rahimi 
Ait Unit: 2622 



) June 23, 2005 



RESPONSE TO RESTRICTION REQUIREMENT 



Sir 



This paper has been filed in response to the Office Action dated March 23, 
2005, imposing a restriction requirement in the above-identified case. In the Office Action 
the Examiner required restriction to one of the following inventions: 



I hereby certify that this conigpondract is being deposited with the 
United States Postal Service as fim-ciass mail in an envelope addressed 
to: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22513- 
1450 on 2 
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Examiner: I. Rahimi 



Filed: April-25, 2001 ) 




For: PRINT CONTROL APPARATUS ) 
AND METHOD, AND PRINT : 
SYSTEM ) 

Commissioner for Patents 
Post Office Box 1450 
Alexandria, VA 22313-1450 



In connection with the above-identified application^ Applicants request a 



refund of $450.00 for a two month extension fee, which was erroneously charged to our 
Deposit Account 06-1205. It is requested that the refund be applied as a credit to that 
Deposit Account. The reason for the refund is explained below. 



Attached are copies of an Office Action dated March 23, 2005, and a 



Response to Restriction Requirement, which Applicants filed on June 23, 2005, in 
response to that Office Action, with a Certificate of Mail. While the Office Action was a 
restriction requirement, that Action set a three -month period for response, and hence no 
extension of time was required in connection with that Response. 



REQUEST FOR REFUND 



Sir: 



The Patent Office's Monthly Statement of Deposit Account, dated July 
2005 (copy attached), indicates that Deposit Account No, 06-1205 was charged the fee of 
$450.00. Therefore, Applicants respectfully submit that a refund of $450.00 is due. 

Accordingly, Applicants hereby request a refund and authorize the 
Commissioner to credit Deposit Account No. 06-1205 in the amount of $450.00, to resolve 
this matter. 

Applicants 1 undersigned attorney may be reached in our New York office by 
telephone at (202) 530-1010. All correspondence should continue to be directed to our 
below-listed address. 



Respectfully submitted, 




Leonard P. Diana 
Attorney for Applicants 
Registration No. 44,063 



FITZPATRICK, CELLA, HARPER & SCINTO 
30 Rockefeller Plaza 
New York, New York 10112-3801 
Facsimile: (212)218-2200 



NY.MA1N 518773*1 
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YASUHIRO KUJIRAI ET AL. 

Application No.: 09/840,894 
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For: PRINT CONTROL APPARATUS 
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Commissioner for Patents 
P.O. Box 1450 
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Examiner: I. Rahirai 
Art Unit: 2622 



) June 23, 2005 



RESPONSE TO RESTRICTION REQUIREMENT 



Sir: 



This paper has been filed in response to the Office Action dated March 23, 
2005, imposing a restriction requirement in the above-identified case. In the Office Action 
the Examiner required restriction to one of the following inventions: 



1 hereby certify that ibis correspondence it being deposited with the 
United States Poslal Soviet as first-class mail in in envelope addressed 
ta CommissiMier for Patents, P.O. Box 1450, Alexandria, VA 22313- 
1*50 on 

ImK.ffl)}, 

(Date of Deposit) 




Date of Signature 



1. Group I (Claims 1-15), drawn to combining a plurality of print jobs 
into a single print job when the job is authenticated, classified in 
class 358, subclasses 1.14, 1.18, and 450; and 

2. Group II (Claims 1 644), drawn to an authentication request for 
outputting print data, classified in class 713, subclass 170, and class 
705, subclass 50. 

Applicants hereby elect, without traverse, to proceed initially with 



An early and favorable examination of the elected claims on the merits is 



respectfully requested. It is understood that with his next Action, the Examiner will return 
initialed copies of the forms PTO-1449 submitted with the three Information Disclsoure 
Statements filed in this application thus far. 



Applicants' undersigned attorney may be reached in our New York Office 



by telephone at (212) 218-2100. All correspondence should continue to be directed to our 
address listed below. 



prosecution of Group I (Claims 1-15). 



Respectfully submitted, 




Leonard P. Diana 
Attorney for Applicants 
Registration No.: 29,296 



FITZPATRICK, CELLA, HARPER & SCINTO 
30 Rockefeller Plaza 
New York, New York 10112-3801 
Facsimile: (212)218-2200 
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EXAMINER 



J 



RAHlMi, IRAJ A 



ART UNIT 



PAPER NUMBER 



2622 

DATE MAILED; 03/23/2005 



Please find below and/or attached an Office communication concerning this application or proceeding* 



PTO-90C (Rev. |Qtt3) 



Office Action Summary 


Application No. 
09/640,694 


Applicant^) • 
KUJIRAI ETAL. 


Examiner 

(Ira)*) Alan Rahimi 


Art Unit 
2622 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH{S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

• Extensions of time may be evafiebte under the provisions of 37 Cf ft 1.136(a)^ In no evenl, however, may a reply be timely fled 
star SIX (6) MONTHS from to mailing dale of Ms oommunloBtion. 

- fftteperfodforrcpryspedSetUbovetelew 

- tf NO period fcf repty Is speeffied above, (he maximum statutory period wil apply and vrfO expire SIX (8) MONTHS from to ma3fog (tats of Ms communication. 

- Failure to reply wfthtn (ha sat or extended period for reply wil, fry statute, cause the apcOcaf on to become ABANDONED (15 U.S.C. § 133). 
Ar^fepty received ty to Office later then th^ 

earned patent term adjustment Sea 37 CFR 1.704(b). 

Status 

1)13 Responsive to communicalion(s) filed on 25 April 2001 . 
2a)D This action is FINAL 2b)0 This action is non-final. 

3) Q Since this application Is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayte, 1935 CD. 11. 453 0.6* 213. 

Disposition of Claims 

4) E) Claim(s) is/are pending in the application. 

4a) Of the above ciaim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) 0 Ciaim(s) is/are reiected. 

7) Q Claim(s) is/are objected to. 

8) 13 Claim(s) U44 are subject to restriction and/or election requirement. 

Application Papers 

90 The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on 25 April 2005 is/are: a)S accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawingfs) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) Including the correction 1$ required if the drawing(s) Is objected to. See 37 CFR 1.121(d). 
11 )□ The oath or declaration Is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C.§119 

12)G3 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(aKd) or (f). 
a)^All b)D Some *c)D None of: 
1.0 Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureeu (PCT Rule 1 7.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



• Attachment^} 

1 ) □ Notice of References Cited (PTO-B92) 4)0 InteMew Summary (PTW1 3) 

2) □ Notice of Orafeperon's Patent Drawing Review (PTO«e) Paper No(»yMail Date. . 

, 3) □ Intonnaaon Disclosure Statement^) (PTO-1449 or PTO/SB/06) 5) □ Notice of Informal Patent Application (PT0 1 52) 

Paper No[s)n\iail Date 6) □ Other 

U£. Pslmt wd Tradera* Office 

PTOL-326 (Rev. 1-04) Office Action Summary Pert of Paper UoMtf Date 2005031 0 



Application/Control Number: 09/840,894 Page 2 

Art Unit: 2622 

DETAILED ACTION 

Election/Restrictions 

1. Restriction to one of the following inventions is required under 35 U.S.C 121: 

I. Claims 1 - 1 5, drawn to combining plurality of print jobs into a single print job 

when the job is authenticated, classified in class 338, subclass 1.14, 1.18, and 450. 
IL Claims 1 6-44, drawn to authentication request for outputting print data, classified 
in class 713, subclass 170 and class 705, subclass 50. 
The inventions are distinct, each from the other because of the following reasons: 

2. Inventions in Group I and D are related as combination and subcombination. Inventions 
in this relationship are distinct if it can be shown that (1) the combination as claimed does not 
require the particulars of the subcombination as claimed for patentability, and(2) that the 
subcombination has utility by itself or in other combinations (MPEP § 806.05(c)). In the instant 
case, the combination as claimed does not require the particulars of the subcombination because 
combination is considered to be the authentication step to output a print job. Subcombination is 
considered to be combining print jobs and outputting them based on authentication result 
Checking authentication in case of combined print job is one utility. Authentication step in 
Group II can be performed for variety of reasons including control of printing confidential 
documents and thus does not require the additional limitation of combining print jobs in Group I. 

3. Because these inventions are distinct for the reasons given above and have acquired a 
separate status in the art as shown by their different classification, restriction for examination 
purposes as indicated is proper. 



-Application/Control Number: 09/840,894 
Art Unit: 2622 . 



4. Because these inventions are distinct for the reasons given above and the search required 
for Group I is not required for Group II, restriction for examination purposes as indicated is . 
proper. 

5. Two telephone calls were made to applicant representative on March 9 and 10, 2005 to 
request an oral election to the above restriction requirement, but could not locate the attorney of 
record to discuss election of preferred group* 

Applicant is advised that the reply to this requirement to be complete must include an 
election of the invention to be examined even though the requirement be traversed (37 CFR 
1.143). 

Contact Information 

6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to (Iraj) Alan Rahimi whose telephone number is 703-306-3473. 
The examiner can normally be reached on Mon.-FrL 7:30-4:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Edward L Coles can be reached on 703-3054712. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Art Unit: 2622 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
* system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 





Alan Rahimi 
March 10, 2004 
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